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SUMMARY

Creative and intellectual activity is one of the most important life aspects and life forms
for each person. The object of intellectual property is the result of such aforementioned activity,
for example the implementation of a certain idea in life, and thus the acquisition of an objective
form. At this stage of rapid and dynamic development of science, the number of intellectual
property objects is steadily increasing, which, in turn, makes it impossible to establish a clear list
of intellectual property objects at the legislative level.

One of the problematic and pressing issues is “know-how” belonging, or vice versa, the
non-attribution of it to the system of intellectual property rights objects. This issue arises also
because there is no unity in defining the above category, its essence, legal nature, mechanism of
protection and protection of the right to “know-how”. Abovementioned issues make the research
relevant for determining the place of “know-how” in the system of intellectual property objects.
While writing the scientific article, it was analyzed the place of “know-how” in the system of
intellectual property rights objects in view of the scientific opinions pluralism regarding the
interpretation of the very definition of "know-how".

In the context of European integration processes, it is also important to research the
positions of the foreign community representatives regarding the possibility of assigning “know-
how” to the intellectual property objects system. However, it was found that the problem of
securing the above-mentioned definition at the legislative level exists not only in Ukraine but
also in most countries of the world. In view of this, it was found that this category does not have
an exact legal substantive content that would be outside the provisions of the normative act.
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NCCIEJOBAHME «HOY-XAY» KAK BOBMOXHOI'O OB BEKTA B
CHUCTEME OBBEKTOB UHTEJUIEKTYAJIbBHOM COBCTBEHHOCTU :
CPABHEHME C 3APYBEKHBIMU CTPAHAMU

Mapuna YTKHUHA,
KaHJIUJAT IOPUANYECKUX HAYK,
npenogaBaTeb Kadeapbl yroJOBHO-MPABOBHIX TUCIUTIINH U CYJOTIPOU3BOICTBA

Y4eOHO-Hay4HOTrO MHCTUTYTA NpaBa CyMCKOT0 rocyAapCTBEHHOTO YHUBEPCUTETA

AHHOTALIUA

JUIs Kaxa0oro dejoBeka OJHOW W3 (HOPM KH3HEACATECIHPHOCTH W BAKHEUIINX CTOPOH
KHU3HU ABJACTCA TBOPYCCKAsA, UHTCIJICKTYaJIbHAA ACATCIbHOCTD. Pe3y.]'IBTaTOM BBIHIeYKaSaHHOﬁ
ACATCIIBHOCTH SABJIACTCA, B CBOIO OUYCPEAD, 00BEKT HHTeHHeKTyaﬂBHOﬁ CO6CTBCHHOCTI/I, TO €CThb
BOILJIOIIICHUE KOHKPETHOM WU B >KM3Hb, @ TaKUM 00pa3oM — IpHOOpEeTeHHE OOBEKTUBHOU
¢dopmel. Ha 1maHHOM »9Tame CKOPOTEYHOTO pPa3BUTHS HAYKH, KOJIMYECTBO OOBEKTOB
WHTEIUICKTYaJIbHOW COOCTBEHHOCTH ITOCTOSIHHO YBEITUYMBAETCS, YTO, B CBOIO OYEpE/b, NENIacT
HEBO3MOXXHBIM 3aKPEIUICHHUE Ha 3aKOHOJATEIIbHOM YPOBHE MX YETKOTO MEPEYHSI.

OnHuM U3 MPOOIEMHBIX U aKTYaIbHBIX BOTIPOCOB SIBIISIETCSI BOIIPOC O MPUHAICHKHOCTH
WIH HAo0OPOT, HEOTHECCHHE «HOY-Xay» B CHCTEMY OOBEKTOB IIpaBa WHTEIUICKTYaJbHOU
COOCTBEHHOCTHU. JlaHHBIH BOMPOC BO3HUKAET TAKXKE M TOTOMY, YTO OTCYTCTBYET E€IUHCTBO B
OTIPE/ICIICHUU BBIIICYKAa3aHHOW KaTETOPUH, €€ CYIIHOCTH, TPABOBON INPUPOJBI, MEXaHH3Ma
OXpaHbI U 3alllUTHI IPaBa Ha «HOY-Xay». Bce 3TO akTyanu3upyer npoBeACHUE UCCICIOBAHUS IS
OTIPEJICIICHUS] MECTa «HOY-Xay» B CUCTeME OOBEKTOB IpaBa WHTEIUICKTYaJ IbHONW COOCTBEHHOCTH.
[Ipu HanmMcaHuu cTaThy OBLIO TPOAHATM3UPOBAHO MECTO «HOY-Xay» B CUCTEME OOBEKTOB IpaBa
WHTEIUICKTYaJIbHOW COOCTBEHHOCTH, YYUTHIBAs IUTIOPAJIM3M HAYYHBIX MHEHUH OTHOCHTEIHHO
TPAKTOBKHU CAMOTO JCPUHHUIINH KHOY-Xay».

B KOHTeKkcTe eBpOMHTErpallMOHHBIX MPOIIECCOB BaXKHOE 3HAUEHUE NpUOOpeTaeT u
W3y4YeHHE TO3ULMN TpeICcTaBUTeNel 3apyO0ekHOW CcOooOIIecTBa O BO3MOXKHOCTH OTHECEHUS
«HOY-Xay» B CHCTEMY OOBEKTOB HHTEJUIEKTyallbHOH coOcTBeHHOCTH. OnHako, ObLIO
MPOAaHATU3UPOBAHO, YTO  MpoOieMa  3akperieHus Ha  3aKOHOJATeIbHOM  YPOBHE
BBIIIICYTIOMSIHYTOU Ae(PUHUIINU CYIIIECTBYET HE TOJbKO B YKpaWHEe, HO M B OOJBIIUHCTBE CTpaH

Mupa. HCCMOTp}I Ha O3TO, ObLIO YCTAHOBJICHO, 4YTO JaHHAas KaTeropusga HC HMECT TOYHOIO



IOPUJMYECKOTO  CYIIHOCTHOTO  COJIEp)KaHUsS, KOTOPBIA Obl BBIXOAMJ U3 TOJOKEHUU
HOPMaTUBHOTO aKTa.
KuioueBblie cjioBa: «HOYy-Xay», HHTEIUIEKTYyajdbHas COOCTBEHHOCTh, OOBEKT, pe3yabTaT

MHTEJJIEKTYaJIbHOM COOCTBEHHOCTH, KOMMeEpUecKas TaliHa.

Introduction. Today more and more attention is paid to the issues connected with
intellectual property in general and its objects in particular. It can be explained with the necessity
of compliance with the innovations and standards of international legal regulation in the field of
intellectual property.

Development of science and society informatization causes the occurrence of new
intellectual property rights objects. The list of intellectual property rights objects which is
identified in the Civil Code of Ukraine now is somewhat outdated. Issue as to the attribution or
non-attribution of “know-how” to the system of intellectual property rights objects is one of the
most current. This is due, first of all, to the lack of a clear definition of “know-how”, its legal
nature and mechanism of protection. According to the abovementioned, it is necessary to identify
the place of “know-how” in the system of intellectual property rights objects.

Analyzing ‘“know-how” in the intellectual property rights system it should be mentioned
that the issue of its attribution to such system is complicated by the ambiguity of the definition of
“know-how” in the legal doctrine of Ukraine. Among all intellectual property rights objects
inventions and “know-how” are most closely related, as in this capacity, most innovative
developments are protected. Thus the role and importance of “know-how” in the epoch of rapid
scientific and technological progress is growing every year. So, the issue of defining the term
“know-how” as a whole, as well as its belonging to intellectual property objects, is relevant.
According to the abovementioned article is devoted to the definition of “know-how”, its legal
protection and place in the system of intellectual property rights object in comparison with
foreign countries.

Literature review. The theoretical background of research is based on scientific works
of Ukrainian scientists as T. Biehova, V. Dmytrenko, D. Marits, B. Prakhov, O. Shtepa etc. For
example, T. Biehova analyzed the position as to the identity of the “know-how” and trade secret
categories [1]. V. Dmytrenko pointed out distinctive and similar features between “know-how”
and innovative proposal, integrated circuit layout, scientific discovery in her scientific work [2].
O. Shtepa determined such positions as to “know-how”: there is no definition at the legislative
level; experience of foreign legal practice gives the possibility of “know-how” attribution to the

system of intellectual property rights objects [3]. Also “know-how” was the subject of research



of such foreign scientists: Thomas Duston, Thomas Ross, Mikus Dubickis, Deishin Lee, Eric
Van den Steen. However, research as to the place of “know-how” in the system of intellectual
property rights objects is still relevant. However, despite the problematic, complex and debatable
nature of the given issue, it should be emphasized that the issue of “know-how” attribution to
intellectual property objects, or their delineation, requires thorough analysis and study.

The aim and objectives of research. The aim of the given article is to research the
essence of the definition “know-how”, its peculiarities and place among the intellectual property
rights objects in accordance with scientific approaches, legislation and practice of its
implementation. Also the aim of the research is the comparison of “know-how” definition and
place with foreign countries.

To achieve the aim of research the following objectives are defined:

1. To analyze the approaches to the definition of “know-how”.

2. To research the possibility of know-how” belonging, or vice versa, its non-attribution
to the system of intellectual property rights objects.

3. To determine the place of “know-how” in the system of intellectual property rights
objects in foreign countries, its legal regulation.

4. To compare definition of “know-how” in Ukraine and foreign countries and research
the possibility of foreign experience implementation in Ukraine.

Research of existing solutions of the problem. At present, as noted above, there is no
consensus among the representatives of scientific community about the “know-how” and its
place among the intellectual property rights objects. The most appropriate way to research
“know-how” is to carry out a comparative analysis and correlation of “know-how” with other
intellectual property rights objects in order to determine whether it is possible to refer it to such
system. General and single definition of the term “know-how” is absent not only in science, but
also at the legislative level. In this case, analyzing court decisions in the field of intellectual
property, there is no clear unanimous definition of the term “know-how” and all cases that are
related to intellectual property rights in general, and “know-how”, in particular, are resolved in
their subjective view by the court. That’s why it can cause problems and disagreements related to
the regulation and protection of legitimate human rights and interests.

Traditionally it is considered that definition “know-how” firstly appeared in the Anglo-
American legal system in the 19th century which is used to be short for “know how to do”.
While historical development different approaches to the essence and definition of “know-how”
have been formed. Firstly “know-how” was understood and interpreted as solutions to problems

of a technical and production nature. So in this case and such connection it is normal that it was



used initially in the meaning of “production secrets”. But later, the essence of “know-how”
definition has changed and it began to include information of a different nature, for which a
restricted access regime was established. In such connection with the terms “trade secrets”,
“confidential information”, “information constituting a trade secret” were used .

But with time the definition of “know-how” began to include, objects that were not the
result of intellectual activity and were not able to act as an object of protection in the exclusive
right regime.

Copyright vs “know-how”. Analyzing the essence of “know-how” at modern stage of
development it should be mentioned that without no doubt “know-how” is the result of
intellectual creativity. It can be explained in comparison with other intellectual property rights
objects, for example, objects of author’s and related rights. It should be noted that its common
feature is its affiliation with results of intellectual, creative activity. In turn, to a certain extent
dispositions of copyright, including “know-how” are extended to all intellectual property rights
objects.

Right of patents vs “know-how”. In such comparison it is important to remember and
understand that its common features are originality and novelty which are in some ways the
criteria for patentability of patent objects and also — its intangible nature. But it should be noted
also that there are distinguishing features. For example, its privacy and also — time of rights to
possessions protection.

Rationalization proposal vs “know-how”. Analyzing these two categories, it is important
to note that there are many common features between it. To the extent that non-disclosure
protection is set in enterprise, institution or organization, rationalization proposal can become
“know-how”.

Integrated circuit designs vs “know-how”. Accordance to Ukrainian law “On Protection
of Rights to Integrated Circuit Designs”, such intellectual property rights objects would
(integrated circuit designs) should meet eligibility requirements for protection if it is original (if
it has not been created through a mere reproduction (copying) of other integrated circuit design)
and also has some key distinction — has new features. In this wise, author who creates integrated
circuit designs can store information on his result in confidence, and the given object falls into
the category “know-how” [4].

Trade secret vs “know-how”. Such comparison is the most difficult because there are two
intellectual vested interests. Some scientists are sure that these two categories are identic and can
be used as synonyms. And others hold the exact opposite view and explore “know-how” and

“trade secret” as autonomous and independent categories. There are also opinions that “know-



how” should be considered as a particular type of trade secret. Trade secret is a secret
information notably that is unknown to people, is inaccessible for people who deal with such
type of information. Also trade secret has commercial value and can be the subject of to
appropriate measures to preserve its secrecy, taken by the person who lawfully controls it. Based
on the above both trade secret and “know-how” is an information. But there is a difference in
type of information. “Know-how” always is exposed as information in the sphere of engineering
and technique, and trade secret — information on facts. But there is one important thing or even
feature which has “know-how”: “know-how” can consist of and include such facts which are
publicly available, but in aggregate it is integrated.

The term “know-how” has more larger relationship and includes both trade secret and
official secret, provisions of which are referred on protection against unfair competition,
provisions of treaty-made law and tort law, also criminal provisions in cases of criminal acts
attendance.

According to the given comparison it should me mentioned that there are both common
and distinctive features between “know-how” and other intellectual property right objects. To
common features between “know-how” and other objects belong such features as: immaterial
essence; originality; social implication; economic value; result of intellectual creative activity.
Such features as absence of official registration and absence of term of a substantive law
according to the fact that its force is saved during the time of author’s confidentiality.
Conformably with the fact “know-how” has more common features with intellectual property
rights objects and also it is a result of intellectual creative activity of a person, also contains the
feature of originality, it should be contemplated the issue of ‘“know-how” belonging to the
system of intellectual property rights objects.

Such problem as to providing a legislative framework for “know-how” is also known for
foreign countries. So it can be said that there is no exact legal definition of such category. In
France it is used “savoir”, in USA — “trade secret”, Germany — “wissen wie”. But it was found
the term “know-how” in the legislation of the Great Britain and USA. Thus in the Great Britain it
is used as a learning productional experience. A. Wise noted that all manufacturing information
and engineering skills which are used in the process of manufacturing of goods and materials,
development of captive mine, oil wells, mineral resources, during research, agrarian and forestry
engineering works are referred to “know-how” [5].

As to the USA, all issues connected to the “know-how” are regulated by the Constitution

of country according to which, the given issue belongs to the competence of every state. But in



accordance with the legal framework of USA there is a legal act Eqaul Law which has general
recommendations for states are in fact can be subjects to adoption at the level of the latter.

A short definition of “know-how” is commonly accepted meaning in foreign countries.
Thus Legal Dictionary of Strud gives such meaning of the term “know-how”: it is technical
knowledge and experience which were accepted as a result of highly-specialized production [6].

Also its definition we can find in German Economical Encyclopaedia according to which
“know-how” is special knowledge which are originated from practical or technical experience,
for example. “Know-how” can be pursued to other companies by means of transfer of best
practices on a contractual basis (agreement for “know-how”) like under license agreement [7].

According to the definition given at the Encyclopaedia of the Intellectual Property it
should be mentioned that definition “know-how” has a broad meaning and can cover different
technical or other information which is necessary for production of any product and is economic
value. Also it is noted that “know-how” other than trade secret can exist without assistant of
enterprise [8].

Also it is mentioned that the definition “know-how” is also can be found at the European
Union legislation. Thus European Union Commission Regulation Ne 772/2004 from 27" April,
2004 defines “know-how” as a conjunction of unpatented practical information which is a result
of experience or investigation and also is not a matter of common knowledge or easily-
accessible, that means secret; sensitive, that means important and useful for production
information. The term “know-how” is going from the English phrase “know how to do” and at
first it was used in USA in 1916 in the judicial decision at the litigation “Disend against Braun”.

Conclusions. Analyzing an experience of foreign countries as to the issue of “know-
how” regulation, for Ukraine such principles should be fundamental:

- “know-how” has an economic value and belongs to a person who created it or bought in
a lawful way;

- transport of “know-how” takes place on contractual basis or in other way according to
native legislation;

- “know-how” is defended from illegal assumption and dissemination.

Sum it up so far, such conclusions are important for research. In Ukrainian legislation
there is no definition of the category “know-how” and it creates scholarly discussions as to its
belonging to the system of intellectual property objects; trade secret and “know-how” are similar
with common features and it is difficult to distribute it.

As to the issue of “know-how” belonging to the system of intellectual property objects,

there are features that characterize it as an intellectual property object. For such features it should



be referred the following: immaterial essence of “know-how”; non-disclosure regime as the basis
of legal protection; right to “know-how” doesn’t have time of protection, that means that it is

actual until information is confidential.
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